Amendment and Response 

Applicant: Mark Hirst et al. 
Serial No.: 10/684,634 
Filed: October 14, 2003 
Docket No.: 200309672-1 

Title: APPARATUS HAVING ACTUATING MEMBER 

REMARKS 

The following remarks are made in response to the Office Action mailed August 22, 
2007. Claims 1-49 are pending of which claims 7-3- and 42-49 have been withdrawn. 
Claims 1-6, 31-34, and 36-41 have been rejected. Claim 35 has been objected to. With this 
Response, claims 1, and 39-41 has been cancelled without prejudice and claims 2 and 6 have 
been amended. Claims 2-38, and 42-47 remain pending in the application and are presented 
for reconsideration and allowance. 

Claim Rejections under 35 U.S.C. § 112 

Claims 39-41 were rejected under 35 U.S.C. § 1 12, first paragraph. 
With this Response, claims 39-41 have been cancelled without prejudice. 

Claim Rejections under 35 U.S.C. § 103 

Claims 2-5, 31-34, and 36-40 were rejected under 35 U.S.C. § 103(a) as being 
unpatentable over U.S. Patent No. 5,023,667 to Negoro et al. ("Negoro") in view of U.S. 
Patent No. 5,419,780 to Suski ("Suski") and U.S. Patent No. 4,072,825 to McLay et al. 
("McLay"). 

With this Response, claim 2 has been rewritten independent form. Applicants 
respectfully submit that Negoro, Suski, and McLay, either alone or in combination, fail to 
teach or suggest the present invention as recited by claim 2. 

Negoro describes a laser printer having a gear motor 10 driven to operate a cam 83 to 
cause a backup roller 81 A to press against a heat roller 81 A when in a fixing operative 
position (i.e. when the laser printer is printing) and driven to operate cam 83 to cause backup 
roller 81 A to move apart from heat roller 8 IB when the laser printer is in a "print stand-by 
state" (Col. 7, Lines 17-35; Col. 8, Lines 19-32, Abstract, and Figures 2 and 3). Negoro 
makes no mention of any source for powering gear motor 10 let alone a motor configured to 
actuate a member to separate platen rollers using electrical energy provided by a 
thermoelectric generator from the heat of a fuser assembly, as recited by claim 2. Negoro 
describes only that backup roller 81 A is moved apart from heat roller 8 IB when the printer is 
in a print stand-by state. 
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However, the Office Action asserts that such a limitation is obvious in view of Suski. 
Suski describes a thermoelectric generator 50 configured to convert heat from an integrated 
circuit 12 to electrical energy which powers an airflow generating device 70 to draw heated 
air away from integrated circuit 12 (Abstract, Figure 3). Suski provides an apparatus which 
reduces the temperature of integrated circuit 12 via its waste heat without increasing power 
consumption ( Col. 4, Lines 51-54). Suski fails to teach or suggest a thermoelectric 
generator configured to convert heat from a fuser assembly to an electrical energy, as 
recited by claim 2. 

Dependent claims 2-11, 13-23, and 45-46 depend directly or indirectly upon 
corresponding independent claims 1, 12, and 44. Accordingly, dependent claims 2-11, 13-23, 
and 45-46 are also allowable over Maeda. 

Claim Rejections under 35 U.S.C. § 102 

Claims 1 and 6 were rejected under 35 U.S.C. § 102(b) as being anticipated by U.S. 
Patent No. 5,419,780 to Suski ("Suski"). 

Claim 1 has been cancelled without prejudice. 

Claim 6 has been amended to depend from claim 2, which has been rewritten in 
independent form and, as described above, is believed to be in allowable form over the cited 
references. Since claim 6 further defines patentably distinct independent claim 1, Applicants 
submit that claim 6 is also in allowable form and respectfully requests that the rejection of 
claim 6 under 35 U.S.C. § 102(b) be withdrawn and that claim 6 be allowed as well. 

Claims 1, 6, 9, 1 1-12, 18-19, 21-23, and 44 were rejected under 35 U.S.C. § 102(e) as 
being anticipated by Maeda et al. U.S. Patent Application Publication No. 2003/0184941 Al 
("Maeda"). Independent claim 1 has been amended to recite a cooling system in a print 
imaging device having an element that generates heat, the cooling system comprising a 
thermoelectric generator thermally coupled to the element to convert heat from the element to 
electrical energy, and a cooling device power by the electrical energy to thereby cool the print 
imaging device. Maeda does not disclose a cooling system in a print imaging device but 
rather a cooling device for an information processor 10 having a visual display unit 16. 
Independent claims 12 and 44 and have been amended to include similar limitations. 
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Accordingly, Applicant believes the rejections of claims 1, 12 and 44 under 35 U.S.C. § 
102(e) as being anticipated by Maeda should be withdrawn. 

Allowable Subject Matter 

Claim 35 was objected to for being dependent upon a rejected base claim, but as being 
allowable if rewritten in independent form including all limitations of the base claim and any 
intervening claims. Applicant agrees with the Examiner's conclusions regarding patentability 
without necessarily agreeing with or acquiescing in the Examiner's reasoning. In particular, 
Applicant believes that claim 35 is allowable because prior art fails to teach, anticipate, or 
render obvious the invention as claimed, independent of how the invention is paraphrased. 
However, Applicant respectfully requests that the Examiner hold the objections to claim 35 in 
abeyance until a decision is made regarding independent claims 3 1 from which this claim 
depends. 
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CONCLUSION 

In view of the above, Applicant respectfully submits that pending claims 2-38 and 42- 
47 are in form for allowance and are not taught or suggested by the cited references. 
Therefore, allowance of claims 2-38 and 42-47 is respectfully requested. 

Any inquiry regarding this Amendment and Response should be directed to either 
Gregg W. Wisdom at Telephone No. (360) 212-8052, Facsimile No. (360) 212-3060 or 
Steven E. Dicke at Telephone No. (612) 573-2002, Facsimile No. (612) 573-2005. In 
addition, all correspondence should continue to be directed to the following address: 



Hewlett-Packard Company 

Intellectual Property Administration 
P.O. Box 272400 

Fort Collins, Colorado 80527-2400 

Respectfully submitted, 

Mark Hirst et al. 

By their attorneys, 

DICKE, BILLIG & CZAJA, PLLC 
Fifth Street Towers, Suite 2250 
100 South Fifth Street 
Minneapolis, MN 55402 
Telephone: (612) 573-2002 
Facsimile: (612) 573-2005 



Date: November 21, 2007 /Steven E. Dicke/ 



SEDxms Steven E. Dicke 

Reg. No. 38,431 
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